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Excerpt from the Faculty and Administration Handbook

APPENDIX C

patent POLICY

A reference in this document to employee, student, inventor, party, or sponsor is considered to include male or female, singular or plural, in agreement with the text of this document.

Revised January 2002
Patent Policy

General Principles

Technical information, discoveries, inventions, and patents resulting from investigation or research conducted by employees of the University (1) that are financed in whole or in part from funds administered by the University, or (2) are a direct result of an employee’s duties with the University, or (3) are made by the utilization of University resources or facilities, are the property of the University and shall, on request, be assigned to the University or its representative, unless the University relinquishes its rights therein to the inventor.

Definitions

1. “University” means Oral Roberts University, Tulsa, Oklahoma.

2. “Employee” means any staff member, administrator, teacher, professor, student teacher, and any and all other employees receiving a salary or other compensation from the University, whether full time or part time.  Anyone on a leave of absence or sabbatical who is not drawing compensation during such time, is not an employee for purposes of this policy during such leave of absence or sabbatical.  A consultant, or other person under contract to perform a designated service for the University, shall be deemed an employee for the purposes of this policy during the performance of such designated service as to any invention or patent arising out of the performance of such designated service, unless his contract for services provides otherwise.

3. “Student” means any person enrolled in any course of study at Oral Roberts University at the time any research, discovery or invention occurs in part or in whole as a result of such student involvement.

4. “University facilities” means its laboratories, laboratory equipment, supplies, testing equipment and other physical facilities; audiovisual recording, reproduction, and playback facilities; computer equipment, whether owned or leased, including computer software; and University employee time, including clerical or secretarial time.  University facilities as used herein, does not include the University’s libraries or books, reports, or other written material that are available to the public or the use of an employee’s office and office equipment during nonworking hours.  If an employee utilizes the University’s equipment for reproducing printed matter, of a type such as manufactured by Xerox or other similar equipment, such shall not be considered University facilities if the University is reimbursed for the actual expense of the copies produced.

Rights of the University and Its Employees

It is the policy of the University to recognize the interests of its employees, sponsors, and other cooperating or participating agencies and to recognize that inventions and patents may arise from investigation and research undertaken which affect the equities of the participating parties.  Equity rights may be vested in one of the following ways, as determined by the Executive Vice President and Provost for Academic Affairs upon the recommendation of the Copyright and Patent Committee:  (1) full ownership rights held by the University alone; (2) full ownership rights held by the inventor(s) alone; or (3) shared ownership rights held between the University and inventor(s).  These are set forth below.

Research Financed by the University 

Any invention made as a result of research financed wholly by the University, utilizing funds the University is free to expend without accountability, shall belong to the University, and any patent issued on such invention shall belong to the University.  However, the inventor or inventors may be rewarded for the invention as provided for in the section below entitled “Compensation of Inventors.”

Sponsored Research 

The investigation or research shall be prosecuted under a written agreement between the University and the Sponsor setting forth the rights and ownership of inventions or patents that result therefrom.  Normally, such agreement will provide, among other things, that ownership will be vested in the University as provided in the paragraph above entitled “General Principles,”  and that the sponsor will be granted a nonexclusive license to make, use, and vend, but not to sublicense the invention.  Exceptions and variances to the form of agreement to be entered into between the University and the sponsor may be approved by the Executive Vice President and Provost for Academic Affairs, pursuant to recommendations of the Copyright and Patent Committee.  The inventor or inventors may be the recipient(s) of compensation for the discovery or invention as provided for in the written agreement or as provided for in the section below entitled “Compensation of Inventors.”

Research Performed by Employees in Part on Their Own Time and at Their Own Expense

Discoveries or inventions made at the substantial expense of both the University and the individual, and/or with significant use of university research facilities shall be reported to the Copyright and Patent Committee, which may reach a decision finding a division of ownership rights existing in the discovery or invention.  Upon making this funding, the committee shall recommend to the Executive Vice President and Provost for Academic Affairs that the finding of the committee be approved and that compensation be awarded to the inventor(s) as provided in the section below entitled “Compensation of Inventors.”  All decisions and recommendations of the committee are to be made to the Executive Vice President and Provost for Academic Affairs at the earliest possible opportunity.

Investigations or Research Performed by Employees Wholly on Their Own Time and at Their Own Expense

When a discovery or invention is made substantially at the expense of the individual, without significant use of University research facilities, as determined by the Executive Vice President and Provost for Academic Affairs upon recommendation of the Copyright and Patent Committee, the results will be the private property of the individual.  Pursuit or prosecuting the patent and securing subsequent licensure and marketing will be the sole responsibility of the employee.

Compensation of Inventors

Ownership rights to an invention, discovery or other patentable product as discussed above, shall determine the method of compensation to be awarded the inventor(s).

When the Executive Vice President and Provost for Academic Affairs, upon recommendation of the Copyright and Patent Committee, desires to procure a patent on that invention, discovery, or other patentable product, the University shall pay all expenses in connection therewith.

The University shall be entitled to full reimbursement of expenses incurred in obtaining the patent or in licensure and/or marketing of any invention, discovery or other patentable product, from the initial proceeds of the invention, discovery or patentable product.  Such reimbursement shall take place prior to compensation of the inventor(s).

In those cases where the University has full ownership rights in the invention or where the University receives royalty or other income from an invention made by an employee, the inventor’s compensation shall be determined as follows:

1. From the initial proceeds of an invention after the University’s patent, licensure, and/or marketing expenses have been satisfied, the inventor shall receive 25% and the University 75% until the University is fully compensated for the funds invested in the research project which resulted in the invention.

2. After the University has been fully compensated for its investment in the research project that produces an invention, the proceeds shall be divided 50% to the inventor and 50% to the individual.

3. In an effort to stimulate entrepreneurial activity among the faculty, 50% of receipts going to the University as a result of copyrights and patents will be allocated in the following manner: 15% to the University and 35% to the Faculty Research Seed Fund.

Where the University and the inventor share ownership rights, the inventor is to be compensated by an award commensurate with his/her percentage ownership as determined by the Copyright and Patent Committee.

The amount owed to an inventor hereunder shall not be affected by any termination of the inventor’s employment with the University.  If more than one inventor contributes to an invention, the co-inventors shall share equally the proceeds provided herein, unless an agreement between the co-inventors provides otherwise.

Patent-SPECIFIC Committee FUNCTIONS

The University Copyright and Patent Committee, in addition to the functions heretofore described in the Copyright Policy, considers and makes recommendations to the Executive Vice President and Provost for Academic Affairs concerning the following matters:

1. Changes and improvements in the University policies and procedures affecting research, inventions, and patents.

2. Whether or not an application for a patent should be made on any particular invention.

3. Whether an invention should be released to the sponsor or to the inventor or inventors.

4. The division of rights in inventions and the compensation to be paid the inventor or inventors.

5. The conduct of hearings to resolve any issue raised by this policy; such as the proper distribution of rights or compensations between an inventor and the University or a sponsor.

Patent-Specific Committee Procedure

Invention Disclosures Arising from University Staff Work

When a member or members of the staff of the University, in the course of activities that constitute a portion of work performed for and on behalf of the University, or that was made using University research facilities, creates an invention, a full disclosure of the invention shall be submitted to the Copyright and Patent Committee via a department or school head.  The committee, acting for the Executive Vice President and Provost for Academic Affairs, shall determine whether the University desires to investigate the patentable prospects of the invention, taking into consideration the right of any governmental agencies or the right of any individuals or companies which might have sponsored the work resulting in the invention.  Upon first review, the committee may decide (after consultation with appropriate deans, directors, and department heads) that the University is not interested in pursuing the patentability of the disclosure, and if such is the decision of the committee, the committee shall promptly request the Executive Vice President and Provost for Academic Affairs, or designated representative, to sign a release as agent for the University releasing to the inventor(s) any right, title, and interest the University may have in the disclosure.  The inventor(s) may then choose the policy to pursue regarding the invention.  If the committee is of the opinion that worthwhile patentable prospects exist in which the University would be interested, the committee shall forward the invention for a preliminary patentability opinion.

Upon receiving the preliminary patentability opinion, the committee may again consider the prospects of the invention and determine whether the University desires to pursue the patenting of the invention.  If the committee decides that it shall not pursue the invention further, it will, forthrightly, recommend to the Executive Vice President and Provost for Academic Affairs that all rights to the invention be released, as stated above; however, the committee shall recommend that a stop right to the invention be retained, if appropriate.

Contracts

If an organization, company, corporation, governmental agency, or individual, contracts with the University to perform research work, or other scholarly endeavor, the handling of all results of such activity, including the patentable inventions, shall be determined by the provisions of the contract existing between the institution and the contracting entity under which such activity is performed.  If contract performance is under an agreement that makes no provisions for patentable discoveries and inventions, it will be understood that no agreement was intended regarding these discoveries.  Discoveries made thereunder shall be handled in accordance with the provisions of this patent policy and the University shall retain the complete right, title, and ownership of the patent rights.

Grants

It is understood when organizations, companies, corporations, governmental agencies, or individuals made grants to the University, that rights to patentable discoveries and inventions arising from such grants will remain with the University and be subject to the other provisions of this policy unless the agreement by which the grants are made or applicable governmental laws or regulations specifically provide for the transfer of such inventions.

Licensing Procedure

It is the intention of the University to issue licenses under its inventions and discoveries in an expeditious manner.  This procedure shall consist in aggressive efforts to contract business or governmental organizations for the purpose of interesting these entities in the acceptance and utilization of a patent license.  This shall be accomplished by contacting business directly, advertising in leading trade journals, or any other method deemed feasible by the Copyright and Patent Committee.

Types of Licenses Granted

The Executive Vice President and Provost for Academic Affairs may, on behalf of the University, and upon recommendation of the Copyright and Patent Committee, grant to proposed licensees one of the following categories of licenses:

1. Exclusive, irrevocable licenses to use for a specified time, including duration of the patent, with a royalty fee.

2. Nonexclusive, irrevocable right to use for a specified time, including duration of the patent with a royalty fee.

3. Nonexclusive, revocable right to use for a specified period of time, with or without royalty fee, for test marketing a product.

All licensing will be issued in the name of the University.  The Executive Vice President and Provost for Academic Affairs shall, upon request or as otherwise appropriate, make or cause to be made to the Board of Regents of the University reports concerning patent searches, patent applications, and/or patent licenses.

Patent Right Issued U.S. Government Agencies

With respect to patents arising out of inventions made under a program sponsored in whole or in part by U.S.  Government funds in which the invention is first reduced to practice or a patent application filed thereon during the performance of the research contract, the University will, in the absence of specific provisions in the research contract:

1. Grant to the U.S. Government an irrevocable, nonexclusive, nontransferable, royalty‑free license to practice or have practiced for its benefit only, each invention (whether or not patentable) throughout the world;

2. Advise the U.S. Government Agency of the filing of each patent application in any country and furnish a copy thereof to the U.S.  Government Agency;

3. Give the U.S. Government Agency the right to file patent application(s) for any invention on which the University does not intend to file, as to which inventions the Government is to be granted sole and exclusive title; and

4. On request, furnish the U.S. Government Agency duly executed instruments fully confirmatory of said license and/or title rights.

Acceptance of Policy by Employees and Students

All employees and students of the University, by their acceptance of employment, their continuance in the employment of the University, or their student status, shall be deemed to have accepted and agreed to this statement of Patient Policy and the procedures to be promulgated pursuant hereto.

Right of Appeal

Any party affected by the recommendations or decisions made by The Executive Vice President and Provost for Academic Affairs, Copyright and Patent Committee, or representatives thereof has the right to appeal such decision or recommendation to the committee.  The party has the privilege of being represented by legal counsel at such hearing.

Exceptions to Policy

Exceptions to the policies herein provided may be authorized only by the President and Chief Executive Officer or Executive Vice President and Provost for Academic Affairs of the University.

Amendments

This policy may be changed, altered, amended, annulled, or revoked at any time by the Board of Regents of the University, provided, however, no such action shall affect or change any rights of any person heretofore vested hereunder.

